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DETAILED ACTION 

Applicant's election without traverse of Group III, claims 7-9 and 13, in the reply 
filed on 1 1/03/2008 is acknowledged. Claims 1 , 3-6, 10-12 and 14 are withdrawn from 
further consideration pursuant to 37 CFR 1 .142(b) as being drawn to a nonelected 
invention, there being no allowable generic or linking claim. 

Drawings 

Although photographs are not ordinarily permitted in utility applications, in the 
instant application, they are the only practical medium for illustrating the claimed 
invention and therefore are acceptable. See MPEP 1 .84(b) 1 . Applicants' drawings, 
heretofore photographs, are not of adequate quality to show the improvements of the 
invention as claimed and as described in the specification, pages 4-5. For example, it is 
not possible to discern the difference between Figures 2A and 2B, as described on 
page 5 of the specification. 

The drawings are objected to under 37 CFR 1 .83(a) because they fail to show 
the improvements of the instant invention over those of the prior art as described in the 
specification. Any structural detail that is essential for a proper understanding of the 
disclosed invention should be shown in the drawing. MPEP § 608.02(d). Corrected 
drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to the Office 
action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the 
sheet, even if only one figure is being amended. The figure or figure number of an 
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amended drawing should not be labeled as "amended." If a drawing figure is to be 
canceled, the appropriate figure must be removed from the replacement sheet, and 
where necessary, the remaining figures must be renumbered and appropriate changes 
made to the brief description of the several views of the drawings for consistency. 
Additional replacement sheets may be necessary to show the renumbering of the 
remaining figures. Each drawing sheet submitted after the filing date of an application 
must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 7-9 and 13 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Where values can vary depending on the basis for their determination, the 
claimed subject matter may be indefinite. See Honeywell Intl. v. Intl. Trade Commn. , 
341 F.3d 1332, 1340 (Fed. Cir. 2003). (Holding that, where a claimed value varies with 
its method of measurement and several alternative methods of measurement are 
available, the value is indefinite when the claim fails to concurrently recite the method of 
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measurement used to obtain it). Accordingly, the percent values recited by instant 
claims 7-9 and 13 are incomplete insofar as they do not specify the frame of reference 
used to measure them, e.g., by weight of the film. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 7-9 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Wittwer et al. in view of Ohwada et al. (J. Appl. Glycosci., 2003). 

Wittwer et al. teach compositions and methods of preparing hard shell capsules 
for pharmaceutical use (Abstract, column 1, lines 33-41, column 15, lines 27-31). The 
starches used in the invention advantageously contain about 0-70% amylose (column 7, 
lines 46-50). Pharmaceutically acceptable plasticizers, such as polyethylene glycol, or 
low-molecular weight plasticizers, such as glycerol, sorbitol are used in amounts of 
about 0.5-40% by weight (column 8, lines 63-68-column 9, lines 1-2). The capsules are 
further comprised of water (claim 1 ). Film casting is a method that may be used for the 
production of the capsules of the present invention (column 22, lines 4-8), i.e. the 
compositions can be prepared into a film. 

Wittwer et al. do not teach a composition comprised of mungbean starch or of 
waterchestnut starch; or the weight percentages of water used. 
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Ohwada et al. teach that mungbean starch has an amylose content of 33.19%; 
and that the amount of amylose was comparable with the amounts previously 
determined for mungbean starch (Abstract, page 482, "Results and Discussion", page 
484, references 4, 6, 8 and 21). 

Ohwada et al. do not teach the use of mungbean starch in a film forming 
composition or a hard capsule. 

It is prima facie obvious to select a composition based on its suitability for its 
intended purpose. See MPEP 2144.07. Therefore, it would have been obvious to use 
the mungbean starch of Ohwada et al. as the source of starch in the compositions of 
Wittwer et al. 

Where the prior art discloses the general conditions of a claim, it is not inventive 
to determine optimum or workable ranges through routine experimentation. See MPEP 
2144.05. Therefore, the efficacy of the film for hard shell capsules suggested by 
combining Wittwer et al. and Ohwada et al. could be optimized through routine 
experimentation by varying the amount of components, including water, in the 
compositions. 

Conclusion 

Information regarding the status of an application may be obtained from the 
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Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Darryl C. Sutton whose telephone number is (571)270- 
3286. The examiner can normally be reached on M-Th from 7:30AM-5:00PM EST and 
on Frfrom 7:30AM-4 :00PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Frederick Krass can be reached at (571)272-0580. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

/Darryl C Sutton/ 
Examiner, Art Unit 1612 

/Frederick Krass/ 

Supervisory Patent Examiner, Art Unit 1612 



